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This is in response to tine Amendment dated May 2, 2008. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
Action. 

Response to Amendment 

Specification 

I. The abstract of the disclosure has been objected to because the abstract was 
more than one paragraph. 

The objection of the abstract has been withdrawn in view of Applicants' 
amendment. 

II. The disclosure has been objected to because of minor informalities. 
The objection of the disclosure has been withdrawn in view of Applicants' 

amendment. 

Claim Ob|ections 

Claims 1, 5-6, 10, 15, 18 and 20 have been objected to because of minor 
informalities. 

The objection of claims 1 , 5-6, 10, 15, 18 and 20 has been withdrawn in view of 
Applicants' amendment. 
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Claim Rejections - 35 USC ^112 

Claims 3, 5, 9, 12 and 18-20 have been rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

With regards to claims 3, 9, 12 and 18-20, the rejection under 35 U.S.C. 1 1 2, 
second paragraph, has been withdrawn in view of Applicants' amendment. 

With regards to claim 5, the rejection under 35 U.S.C. 112, second paragraph, is 
as applied in the Office Action dated April 18, 2008 and incorporated herein. The 
rejection has been maintained for the following reasons: 
Claim 5 

lines 1-7, recites "wherein the sulfur-containing compound is represented by the 
formula: 

Y-S-R^-SOaX I 

wherein X is H or an alkali metal, R^ is an alkylene group containing from 1 to about 5 
carbon atoms, Y is H, S-R^- SO3X, C(S)NR2", C(S)OR", C(NH2)NR2", or a heterocyclic 
group, and each R" is independently H, or an alkyi group containing from 1 to about 5 
carbon atoms." 

For example. 

If Y = S-R^- SO3X, R^ = an alkylene group containing 1 carbon atom, and X = H, 
formula I would be: 

SO3H H2C S S H2C — SO3H 
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If Y = C(S)NR2", R = H, = an alkylene group containing 1 carbon atom, and X 
= H, formula I would be: 

s 

"\ II 

" S H2C SO3H 

H 

carbamothioylthiomethanesulf onic acid 

If Y = C(S)OR", R" = H, R^ = an alkylene group containing 1 carbon atom, and X 
= H, formula I would be: 

s 

OH S CH2 SO3H 

thiocarboxythiomethanesulf onic acid 

If Y = C(NH2)NR2", R' = H, R^ = an alkylene group containing 1 carbon atom, and 
X = H, formula I would be: 




(diaminomethylthio)methanesulfonic acid 



Claim 1, lines 5-7, recites: 

"a sulfur-containing compound selected from sulfoalkylated polyethylene imines, 
sulfonated safranin dye, and mercapto aliptiatic sulfonic acids or alkali metal salts 
tliereof." 
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The bissulfomethyl disulfide is not a sulfoalkylated polyethylene Imine, a 
sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal salt thereof. 

The carbamothioylthiomethanesulfonic acid is not a sulfoalkylated polyethylene 
imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

The thiocarboxythiomethanesulfonic acid is not a sulfoalkylated polyethylene 
imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

The (diaminomethylthio)methanesulfonic acid is not a sulfoalkylated polyethylene 
imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

Furthermore, the sulfoalkylated polyethylene imines and sulfonated safranin dye 
do not have the formula: Y-S-R^-SOsX as presently claimed because there is no -S-R^- 
substiuent in these compounds that is required in the formula. 

Thus, it is unclear how claim 5 further limits or narrows the scope of claim 1 . 

Response to Amendment 
Claim Objections 

Claims 5 and 14 are objected to because of the following informalities: 
Claim 5 

line 5, a - , - (comma) should be inserted after "C(S)OR"." 
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Claim 14 

line 5, a ~ , ~ (comma) should be inserted after the word "atoms". 

line 5, a - , - (comma) should be inserted after "C(S)OR"." 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 

lines 5-7, recite "a sulfur-containing compound selected from sulfoalkylated 
polyethylene imines, sulfonated safranin dye, and mercapto aliphatic sulfonic acids or 
alkali metal salts thereof." The alternative expression of the Markush group is improper 
(MPEP§ 2173.05(h)). 

Furthermore, the claim language is unclear as to what the scope of the Markush 
group is. 

Claim 10 

lines 6-8, recite "a sulfur-containing compound selected from sulfoalkylated 
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polyethylene imines, sulfonated safranin dye, and mercapto aliphatic sulfonic acids or 
alkali metal salts thereof." The alternative expression of the Markush group is improper 
(MPEP§ 2173.05(h)). 

Furthermore, the claim language is unclear as to what the scope of the Markush 
group is. 

Claim 14 

lines 1-7, recites "wherein the sulfur-containing compound is represented by the 

formula: 

Y-S-R^-SOsX I 

wherein X is H or an alkali metal, is an alkylene group containing from 1 to about 5 
carbon atoms, Y is H, S-R^- SO3X, C(S)NR2", C(S)OR", C(NH2)NR2", or a heterocyclic 
group, and each R" Is independently H, or an alkyi group containing from 1 to about 5 
carbon atoms." 

For example. 

If Y = S-R^- SO3X, R^ = an alkylene group containing 1 carbon atom, and X = H, 
formula I would be: 

SO3H H2C S S H2C — SO3H 

If Y = C(S)NR2", R = H, R^ = an alkylene group containing 1 carbon atom, and X 
= H, formula I would be: 
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-S H2C SO3H 

carbamothioylthiomethanesulf onic acid 



If Y = C(S)OR", R = H, = an alkylene group containing 1 carbon atom, and X 
= H, formula I would be: 

s 

OH S CH2 SO3H 

thiocarboxythiomethanesulf onic acid 

If Y = C(NH2)NR2", R = H, R^ = an alkylene group containing 1 carbon atom, and 
X = H, formula I would be: 

NH2 

\ I 

' S CH2 SO3H 

H 

(diaminomethylthio)methanesulfonic acid 



Claim 1, lines 5-7, recites: 

"a sulfur-containing compound selected from sulfoalkylated polyethylene imines, 
sulfonated safranin dye, and mercapto aliphatic sulfonic acids or alkali metal salts 

thereof." 



The bissulfomethyl disulfide is not a sulfoalkylated polyethylene imine, a 
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sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal salt thereof. 

The carbamothioylthiomethanesulfonic acid is not a sulfoalkylated polyethylene 
imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

The thiocarboxythiomethanesulfonic acid is not a sulfoalkylated polyethylene 
imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

The (dlamlnomethylthlo)methanesulfonic acid is not a sulfoalkylated polyethylene 
Imine, a sulfonated safranin dye, a mercapto aliphatic sulfonic acid or an alkali metal 
salt thereof. 

Furthermore, the sulfoalkylated polyethylene imines and sulfonated safranin dye 
do not have the formula: Y-S-R^-SOaX as presently claimed because there is no -S-R^- 
substiuent in these compounds that is required in the formula. 

Thus, it is unclear how claim 5 further limits or narrows the scope of claim 1 . 

Allowable Subject Matter 
The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 1-9 and 18-19 define over the prior art of record because the prior art 
does not teach or suggest an aqueous acidic iron phosphorus bath comprising (A) to 
(C) as present claimed; and a process for electrodepositing an iron-phosphorus alloy on 
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a conductive substrate whicli comprises tlie step of (A) providing and (B) effecting as 
presently claimed. 

Claims 10-17 and 20 define over the prior art of record because the prior art 

does not teach or suggest an aqueous acidic iron phosphorus electroplating bath 
comprising (A) to (C) as presently claimed; and a process for electrodepositing an iron- 
phosphorus alloy on a conductive substrate which comprises the step of (A) providing 
and (B) effecting as presently claimed. 

The prior art does not contain any language that teaches or suggests the above. 
Uchida et al. does no teach an aqueous acidic iron phosphorus bath comprising a 
sulfur-containing compound selected from sulfoalkylated polyethylene imines, 
sulfonated safranin dye, and mercapto aliphatic sulfonic acids or alkali metal salts 
thereof. Therefore, a person skilled in the art would not have been motivated to adopt 
the above conditions, and a prima facie case of obviousness cannot be established. 

Claims 5 and 14 would be allowable if rewritten or amended to overcome the 
claim objection(s), set forth in this Office action. 

Claims 1-20 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDNA WONG whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



EW 

June 20, 2008 



/Edna Wong/ 
Primary Examiner 
Art Unit 1795 



